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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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1. This Office action is in response to the application filed January 14, 2002. Claims 1-16 
are pending. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 5-6 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claims 5-6, in claim 1 the tag housing is press fit into the recess of the drill 
string. It is not possible for the plug to also surround and encapsulate the same tag housing. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-2, 6-11, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Savage 5,202,680. 

Regarding claim 1, Savage teaches a tag within a plastic plug that is press fit into a recess 
of a drill pipe. Thus, the claimed housing with proximal and distal surface is taught. The tag 
contains an electronic circuit and an antenna. Inherent in the teaching is an antenna lead to 
connect the electronics with the tag antenna. Although the position of the antenna in relation to 
the electronics is not shown, it would have been obvious to place the electronics in the rear of the 
cavity for protection and to place the antenna near the opening to facilitate the transmission of 
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signals. As shown in figure 3, material protects the tag from the elements which is the 
equivalent of the plug. 

Regarding claim 2, Savage uses plastic as a housing material Plastic has a low Young's 
modulus. 

Regarding claims 6-7, the plug in Savage is plastic which is an electromagnetically 
conductive material. If the plug were not electromagnetically conductive, it would not be 
possible to communicate with the tag. 

Regarding claim 8, while not expressly taught, it would have been obvious to use a 
material with a low dielectric constant to improve signal transmission. 

Regarding claims 10-11, patch and coil antennas are conventional antennas for rfid tags. 
It would have been obvious to use any suitable antenna. A patch antenna is simple while a coil 
antenna has better range of coverage. 

Regarding claim 16, a cavity must exist for the housing to contain the tag electronics. 
Thus, it would have been obvious to include such a limitation. 

6. Claims 3-4 and 12-15 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Albert K Wong whose telephone number is 571-272-3057. The 
examiner can normally be reached on M-Th. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Horabik can be reached on 703-305-4704. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Albert K. Wong 
September 18, 2004 



